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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment was received on 6/9/04, and has been entered and made of 
record. Currently, claims 1-27 are pending. 

Drawings 

2. The drawings were received on 6/9/04. These drawings are acceptable by the examiner. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1, 2, 5-7, 10-12, 15-17, 20, 21, and 24-27 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kulakowski (WIPO Publication Number WO 97/10668). 

Regarding claim 1, Kulakowski discloses a communication apparatus (interface 10, seen 
in Figs. 1-3) that transmits to a receiver, image information with transmission information 
attached to a part of the image information, via a communication line (see abstract, and Figs. 1 
and 5), comprising an address inputting device that inputs address information of the receiver 
(page 12, lines 5 through 14), a setting device that sets an attachment or a non-attachment of the 
transmission information based on the address information (page 13, line 1 through page 14, line 
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19, and page 15, lines 18 through 35), a storage device that stores the address information for 
which the attachment/non-attachment of the transmission information is set (memory 34, page 
12, line 33 through page 13, line 10), a transmission information attaching device that 
attaches/does not attach the transmission information to the image information, based on the 
address information stored in the storage device (page 13, line 1 through page 14, line 19, and 
page 15, lines 18 through 35), and a transmission device that transmits the image information 
with/without the transmission information attached thereto by the transmission information 
attaching device (page 15, lines 1 through 35), wherein the transmission information includes 
information of at least one of a transmitter, date and time of transmission, and a number of 
transmitted pages (page 14, lines 1 through 14, see Fig. 4). 

Regarding claim 2, Kulakowski discloses the apparatus discussed above in claim 1, and 
further teaches that the address information includes a receiver's mail address having an account 
name and a domain name (page 12, line 5 through page 13, line 10, and page 14, lines 1 through 
19). 

Regarding claim 5, Kulakowski discloses the apparatus discussed above in claim 1, and 
further teaches of a changing device that temporarily changes the transmission information 
attachment/non-attachment setting made for the address information (page 14, lines 1 through 
19). 

Regarding claim 6, Kulakowski discloses a communication apparatus (interface 10, seen 
in Figs. 1-3) capable of transmitting image information with transmission information attached to 
a part of the image information to a receiver, via a communication line (see abstract, and Figs. 1 
and 5), comprising an address inputting device that inputs address information of the receiver 
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(page 12, lines 5 through 14), and a transmission information attaching device that attaches the 
transmission information to a part of the image information (page 13, line 1 through page 14, line 
19), wherein the transmission information attaching device selectively determines the 
attachment/non-attachment of the transmission information according to the address information 
(page 13, line 1 through page 15, line 35), and the transmission information includes information 
of at least one of a transmitter, date and time of transmission, and a number of transmitted pages 
(page 14, lines 1 through 14, see Fig. 4). 

Regarding claim 7, Kulakowski discloses the apparatus discussed above in claim 6, and 
further teaches that the address information includes a receiver's mail address having an account 
name and a domain name (page 12, line 5 through page 13, line 10, and page 14, lines 1 through 
19). 

Regarding claim 10, Kulakowski discloses the apparatus discussed above in claim 6, and 
further teaches of a changing device that temporarily changes the transmission information 
attachment/non-attachment setting made for the address information (page 14, lines 1 through 
19). 

Regarding claim 11, Kulakowski discloses a communication apparatus (interface 10, seen 
in Figs. 1-3) capable of transmitting image information with transmission information attached to 
a part of the image information to a receiver, via a communication line (see abstract, and Figs. 1 
and 5), comprising an address inputting device that inputs address information of the receiver 
(page 12, lines 5 through 14), a setting device that sets an attachment or a non-attachment of the 
transmission information according to the address information (page 13, line 1 through page 14, 
line 19, and page 15, lines 18 through 35), and a transmission information attaching device that 
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attaches the transmission information to a part of the image information (page 13, line 1 through 
page 14, Hne 19), wherein the transmission information attaching device selectively determines 
the attachment/non-attachment of the transmission information based on the address information 
(page 13, line 1 through page 15, line 35), and the transmission information includes information 
of at least one of a transmitter, date and time of transmission, and a number of transmitted pages 
(page 14, lines 1 through 14, see Fig. 4). 

Regarding claim 12, Kulakowski discloses the apparatus discussed above in claim 11, 
and further teaches that the address information includes a receiver's mail address having an 
account name and a domain name (page 12, line 5 through page 13, line 10, and page 14, lines 1 
through 19). 

Regarding claim 15, Kulakowski discloses the apparatus discussed above in claim 11, 
and further teaches of a changing device that temporarily changes the transmission information 
attachment/non- attachment setting made for the address information (page 14, lines 1 through 
19). 

Regarding claim 16, Kulakowski discloses a communication apparatus (interface 10, seen 
in Figs. 1-3) capable of transmitting image information with transmission information attached to 
a part of the image information to a receiver, via a communication line (see abstract, and Figs. 1 
and 5), comprising an address inputting device that inputs address information of the receiver 
(page 12, lines 5 through 14), a setting device that sets an attachment/non-attachment of the 
transmission information (page 13, line 1 through page 14, line 19, and page 15, lines 18 through 
35), a changing device that changes the transmission information attachment/non-attachment 
setting made by the setting device (page 14, lines 1 through 19), a transmission information 
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attaching device that attaches/does not attach the transmission information to a part of the image 
information, based on the setting made by the setting device and the result of change made by the 
changing device (page 12, lines 5 through 14, page 13, line 1 through page 14, line 19, and page 
15, lines 18 through 35), and a transmission device that transmits to the receiver the image 
information, according to the address information input by the address inputting device, wherein 
the transmission information includes information of at least one of a transmitter, date and time 
of transmission, and a number of transmitted pages (page 14, lines 1 through 14, see Fig. 4). 

Regarding claim 17, Kulakowski discloses the apparatus discussed above in claim 16, 
and further teaches that the address information includes a receiver's mail address having an 
account name and a domain name (page 12, line 5 through page 13, line 10, and page 14, lines 1 
through 19). 

Regarding claim 20, Kulakowski discloses a communication apparatus (interface 10, seen 
in Figs. 1-3) capable of transmitting image information with transmission information attached to 
a part of the image information to a receiver, via a conununication line (see abstract, and Figs. 1 
and 5), comprising an address inputting device that inputs address information of the receiver 
(page 12, lines 5 through 14), a storage device that stores at least one piece of the receiver's 
address information input by the address inputting device (memory 34, page 12, line 33 through 
page 13, line 10), a determination device that determines whether the address information of the 
receiver to whom the image information is transmitted, is address information stored in the 
storage device or address information newly input via the address inputting device (page 13, Une 
1 through page 14, line 19, and page 15, lines 18 through 35), a transmission information 
attaching device that attaches/does not attach the transmission information to a part of the image 
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information, based on the determination result made by the determination device (page 13, Une 1 
through page 14, Une 19, and page 15, lines 18 through 35), and a transmission device that 
transmits to the receiver the image information, according to the receiver's address information 
(page 15, Hues 1 through 35), wherein the transmission information includes information of at 
least one of a transmitter, date and time of transmission, and a number of transmitted pages (page 
14, lines 1 through 14, see Fig. 4). 

Regarding claim 21, Kulakowski discloses the apparatus discussed above in claim 20, 
and further teaches that the address information includes a receiver's mail address having an 
account name and a domain name (page 12, line 5 through page 13, line 10, and page 14, lines 1 
through 19). 

Regarding claim 24, Kulakowski discloses the apparatus discussed above in claim 20, 
and further teaches of a changing device that temporarily changes the transmission information 
attachment/non-attachment setting made for the address information (page 14, lines 1 through 
19). 

Regarding claim 25, Kulakowski discloses a communication apparatus (interface 10, seen 
in Figs. 1-3) capable of transmitting image information with transmission information attached to 
a part of the image information to a receiver, via a communication line (see abstract, and Figs. 1 
and 5), comprising an address inputting device that inputs address information of the receiver 
(page 12, lines 5 through 14), and a transmission information attaching device that attaches the 
transmission information along an outside border of the image information (page 13, line 1 
through page 14, line 19, see Fig. 4), wherein the transmission information attaching device 
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selectively determines the attachment/non-attachment of the transmission information according 
to the address information (page 13, line 1 through page 15, line 35). 

Regarding claim 26, Kulakowski discloses the apparatus discussed above in claim 25, 
and further teaches that transmission information is attached along at least one of a top border 
and a bottom border of the image information (see Fig. 4). 

Regarding claim 27, Kulakowski discloses the apparatus discussed above in claim 25, 
and further teaches that transmission information is attached to each page of the image 
information (see Fig. 4, page 14, lines 1 through 19). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 3, 4, 8, 9, 13, 14, 18, 19, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kulakowski (WIPO Publication Number WO 97/10668) in view of Eguchi 
(U.S. Patent Number 6,574,670, cited in the Office action dated 3/1 1/04). 

Regarding claims 5, 4, 8, 9, 13, 14, 18, 19, 22, and 23, Kulakowski discloses the 
apparatus discussed above in claims 2, 7, 12, 17, and 21, respectively, but fails to expressly 
disclose of a receiver's domain name designation device that designates the domain name of the 
receiver, wherein the transmission information attaching device selectively attaches/does not 
attach the transmission information to the image information to be transmitted, according to the 
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conformance/non-conformance of the receiver's domain name in the address information input 
via the address inputting device, to the receiver's domain name designated via the receiver's 
domain name designation device, as required in claims 3, 8, 13, 18, and 22. Further, with respect 
to claims 4, 9, 14, 19, and 23, Kulakowski fails to expressly disclose that the communication 
apparatus has a transmitter's mail address having an account name and a domain name and the 
transmission information attaching device selectively attaches/does not attach the transmission 
information to the image information to be transmitted, according to the conformance/non- 
conformance of the transmitter's domain name to the receiver's domain name. 

Eguchi discloses a coramunication apparatus (facsimile machine F, seen in Fig. 3, or 
facsimile machines 41, 42, 43, seen in Fig. 4) that transmits to a receiver, image information with 
transmission information attached to a part of the image information, via a communication line 
(see abstract, column 8, lines 25 through 43, and column 10, line 63 through column 11, line 21), 
comprising an address inputting device that inputs address information of the receiver (column 8, 
lines 3 through 7, and column 10, line 63 through column 11, line 13), a setting device that sets 
an attachment or a non-attachment of the transmission information based on the address 
information (colimm 6, lines 52 through 67, column 8, lines 8 through 18, and column 10, line 63 
through column 11, line 13), a storage device that stores the address information for which the 
attachment/non-attachment of the transmission information is set (RAM 8, column 5, lines 62 
through 67, and column 7, lines 50 through 59), a transmission information attaching device that 
attaches/does not attach the transmission information to the image information, based on the 
address information stored in the storage device (see abstract, column 6, lines 52 through 67, 
column 8, lines 8 through 18, and column 10, line 63 through column 11, line 9), and a 
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transmission device that transmits the image information with/without the transmission 
information attached thereto by the transmission information attaching device (see abstract, 
column 6, hnes 35 through 67, and column 8, lines 8 through 24). 

Continuing, Eguchi teaches that the address information includes a receiver's mail 
address having an account name and a domain name (see Figs. 2b, 2c, 7b, and 7c, column 7, 
lines 16 through 29, and column 8, line 58 through column 9, line 28). Further, Eguchi teaches of 
a receiver's domain name designation device that designates the domain name of the receiver 
(column 7, lines 17 through 59), wherein the transmission information attaching device 
selectively attaches/does not attach the transmission information to the image information to be 
transmitted (column 6, lines 58 through 67, and column 8, lines 3 through 18), according to the 
conformance/non-conformance of the receiver's domain name in the address information input 
via the address inputting device, to the receiver's domain name designated via the receiver's 
domain name designation device (column 7, line 62 through column 8, line 18, and column 10, 
line 63 through column 11, Une 21). Continuing, Eguchi teaches that the communication 
apparatus has a transmitter's mail address having an account name and a domain name (see Figs. 
2a and 7a, column 7, lines 10 through 16, and column 9, lines 4 through 10) and the transmission 
information attaching device selectively attaches/does not attach the transmission information to 
the image information to be transmitted, according to the conformance/non-conformance of the 
transmitter's domain name to the receiver's domain name (column 7, line 62 through column 8, 
line 43). 

Kulakowski & Eguchi are combinable because they are from the same field of endeavor, 
being systems that transmit scaimed documents as e-mail data. 
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At the time of the invention, it would have been obvious to a person of ordinary skill in 
the art to include the teachings Eguchi in the system of Kulakowski. 

The suggestion/motivation for doing so would have been that Kulakowski 's system 
would include simplified operations with the addition of Eguchi 's teachings, as transmission 
information would be attached according to the conformance of the input receiver's domain 
name, thus allowing different providers and access points, as well as different networks to be 
easily utilize, as recognized by Eguchi in columns 1 and 2. 

Therefore, it would have been obvious to combine the teachings of Eguchi with the 
system of Kulakowski to obtain the invention as specified in claims 3, 4, 8, 9, 13, 14, 18, 19, 22, 
and 23. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated firom the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joe Pokrzywa whose telephone number is (703) 305-0146. The 
examiner can normally be reached on Monday-Friday, 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Edward L. Coles can be reached on (703) 305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Joseph R. Pokrzywa 
Examiner 
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